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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 20 May 2002 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 10-15 and 17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) ^ Claim(s) 10-15,17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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Art Unit: 3761 

DETAILED ACTION 
Continued Prosecution Application 

1 . The request filed on 05/20/2002 for a Continued Prosecution Application (CPA) 
under 37 CFR 1.53(d) based on parent Application No. 08/325,219 is acceptable. and a 
CPA has been established. An action on the CPA follows. 

2. Claims 10-15 and 17 are pending, claims 10, 15 and 17 are amended. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims rejected under 35 U.S.C. 102(b) as being anticipated by Sonnabed (U.S. 
4,384,096). 

5. Sonnabed discloses cosmetic composition (abstract) comprising an emulsion 
polymerprepared by radical copolymerization of (A) 15-60% by weight of unsaturated 
carboxylic acid copolymer, such as acrylic or methacrylic cid and (B) about 15-80 
weight percent of a nonionic copolymerizable C2 -C 12 alpha., beta.-ethylenically 
unsaturated monomer, preferably a monovinyl ester. This reads on alkyl esters of C8- 
C30 monocarboxylic acids, as per instant claims 10 and 17. 

With regard to claims 11-15, Sonnabed discloses the third comonomer 



Application/Control Number: 08/325,219 



Page 3 



Art Unit: 3761 



The third required monomer component Is about 
1-30 weight percent based on total monomers oft non- 
lonic vinyl surfactant ester of the formula: 



? f 



(in) 



R"OeCHjCJIO)«<C 2 H i O> n -C--C-CH2 



where 



. R tft H Of CHj; each R' is C1-C2 alkyi; R" is C*-C» 
alkyl or Ct^Cifralkylphcnyl; n is an average num- 
ber from about 6-100 and m is an average number 
from about 0-50 provided that n&m and 2(nfm) 
i» about 6*100. 
Preferred are the acrylatc and methacrytate surfactant 
esters selected from the group consisting °^ 
(1> a]kylphenoxypdy(ethyleneoxy)ethyl acrylates of 
the formula: 



where 

R is H or CH>; y is C*-C|6 aikyl, and n is about 
6-IO0; 

#) alkoxypolyCethyleneoxytethyl acrytates of the 
formula: 



R"Q-rCiH*Ofe-C~C=CH 3 

where 

R is H or CHj, R" is C*-Cto alkyl and n h about 
6-50: and 

(3> aiboxypoly(alkyteoeoxy)ethyl acrylalcs of the 
formula; 



This comonomer can be present in the amount of 1-30 % by weight. See col. 4, 



lines 30-65, and the comonomer presentd by the formula (IV) in col. 5, line 1 . 



Thic reads on the comonomer (B) of the instant claims. All the polymers are 



obtained by radical polymerization. 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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Claim Rejections - 35 USC § 103 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1-15 and 1 7 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over SU 428347. 

SU'347 discloses a composition based on copolymers containing molar ratio acrylic (or 
methacrylic) acid: oleic acid: neutral monomers = 0.7-1.1:0.005-0.2:1.0 resp. The 
comps. contains usual initiators, colourants, solvents etc. In an example, 80 g 39% 
isopropanoic solution of copolymer (methacrylic acid: oleic acid: butyl methacrylate = 
0.9:0.2:1.0) is shown. Therefore the comonomers and their relative ratios in SU'347 are 
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identical to those of the instant claims. It is noted that most of Applicants' examples 
include acrylic acid and oleic acid. With regard to the utility of the polymer as being a 
dispersant or a thickener in cosmetic or pharmaceutical composition, it is noted that he 
discovery of a new property for a previously known composition cannot impart 
patentability of the known composition. See In re Spada, 911 F.2d 705, 708, 15 
USPQ2d 1655, 1657 (Fed. Cir. 1990); Titanium Metals Corp. of Am. v. Banner, 778 F 
2d. at 780, 227 USPQ at 777-778. Likewise the prior art reference disclosing the 
composition need not disclose a utility to defeat patentability under 35 U.S.C. § 102. In 
re Schoenwald, 964 F. 2d 1122, , 1123-1124, 22 USPQ 2d. 1671, 1672-1673 (Fed. Cir. 



It is noted here that the compounds claimed by Applicants present a genus having 
myriads of species. At this time no election of species has been requested, however, 
Applicants are advised that since 37 CFR 1 .142(a) provides that restriction is proper at 
any stage of prosecution up to final action, a requirement may be made when it 
becomes proper, even though there was a prior requirement with which applicant 
complied. Ex parte Benke, 1904 CD. 63, 108 O.G. 1588 (Comm'r Pat. 1904). 

Any inquiry concerning this communication should be directed to Tatyana 
Zalukaeva at telephone number (571 ) 272-1 1 1 5. 



1992). 



Tatyana Zalukaeva 
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